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DETAILED ACTION 

1 . This non-final action is in response to the RCE filed on: 05/13/09, IDS filed on: 
03/07/09, and 05/13/09. 

2. Claims 1-20 are pending. Claims 1, 7, 9, and 15 are independent claims. 

3. The following rejections are withdrawn, in view of new grounds of rejection based 
upon new art/key-words searched with the help of applicant's submitted IDS entries: 

• Claims 7, 15, and 20 rejected under 35 U.S.C. 102(b) as being anticipated by 
Graham et al. 

• Claims 1 and 9 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al. 

• Claims 2, 10, and 17 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al in further view of Bhagavath et al and ProductReview. 

• Claims 3, 8, 11, 16, and 18 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Graham et al in further view of Bhagavath et al and CNET. 

• Claims 4, 12, and 19 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al and Bhagavath et al in further view of MSN. 

• Claims 5 and 13 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al in further view of Bowman et al. 

• Claims 6 and 14 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graham et al in further view of Weaver. 
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4. The information disclosure statement (IDS) submitted on 03/07/09, and 05/13/09 
are being considered by the examiner. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1 -1 6 are rejected under 35 U.S.C. 1 01 because the claimed invention is 
directed to non-statutory subject matter. 

With regards to claim 1 , the claimed method does not appear to be tied to a particular 
machine or apparatus. See In re Bilski, 545 F.3d943, 88 USPQ2d 1385 (Fed. Cir. 
2008). 

With regards to claims 2-6, since they do not resolve the deficiencies, explained in the 
35 U.S.C. 101 rejection for claim 1 ; they are rejected under similar rationale as claim 1 . 

With regards to claim 7, the claimed method does not appear to be tied to a particular 
machine or apparatus. See In re Bilski, 545 F.3d943, 88 USPQ2d 1385 (Fed. Cir. 
2008). 

With regards to claim 8, since the claim does not resolve the deficiencies of claim 7; it is 
rejected under similar rationale as claim 7. 
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With regards to claim 9, the claimed "apparatus" appears to be a "computer program 
per se" without hardware. Thus since the computer program is not stored in a computer 
readable medium, it is not statutory. See MPEP 2106 below: 

Data structures not claimed as embodied in computer-readable media are descriptive material 
per se and are not statutory because they are not capable of causing functional change in the 
computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure 
per se held nonstatutory). Such claimed data structures do not define any structural and 
functional interrelationships between the data structure and other claimed aspects of the 
invention which permit the data structure's functionality to be realized. In contrast, a claimed 
computer-readable medium encoded with a data structure 

defines structural and functional interrelationships between the data structure and the computer 
software and hardware components which permit the data structure's functionality to be realized, 
and is thus statutory 

With regards to claims 10-14, they do not remedy the deficiencies of claim 9 as similarly 
explained above, and thus, are rejected under similar rationale. 

With regards to claim 15, the claimed "apparatus" appears to be a "computer program 
per se" without hardware. Thus since the computer program is not stored in a computer 
readable medium, it is not statutory. See MPEP 2106. 
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With regards to claim 16, since it does not remedy the deficiencies of claim 15, as 
similarly explained above; it is rejected under similar rationale. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1,7,9,15, and 20 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Barry et al (US Application: 2004/0015397 A1, published: Jan. 22, 2004, 
filed: Dec. 4, 2002, EEFD: Jul. 16, 2002). 



With regards to claim 1 , Barry et al teaches a method comprising: 

a) Accepting ad document information (Fig 15, paragraph 0064: whereas, an 
advertisement is accepted as one of the highest bidders for a particular level of content) 

b) Using the ad document information to determine content in addition to content of the 
ad document (Fig 15, paragraph 0064: whereas, noting the highest bidder for the ad 
document information, selecting a second highest bidder for a particular level of 
content); and 
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c) combining at least a portion of content of the ad document and at least a portion of 
the determined content for presentation to a user together with page content, wherein 
the ad document is at least one ad, and wherein the page content is not directly used to 
determine the determined content (Fig 15, paragraph 0064: whereas, the node level of 
content, and amount of payment for an advertisement is used to determine the 
additional content, such that the content of the ad document having the highest bidder, 
the content of the additional content having the second highest bidder, and the content 
of the page residing at the particular level of content are combined together). 

With regards to claim 7, Barry et al teaches a method comprising: 

a) accepting document information (Fig 15, paragraph 0064: whereas, a web page 
having a particular level of content based upon node is accepted) 

b) using the document information to determine content in addition to content of the 
document (whereas the document information (Fig 15, paragraph 0064: which includes 
document, and the node level of content) is used to determine content (such as an 
advertisement for the highest bidder)) 

c) using the determined content, determining further content (Fig 15, paragraph 0064: 
whereas, noting the highest bidder for the ad document information, selecting a second 
highest bidder as further content); and 

d) combining at least a portion of content of the document, at least a portion of the 
determined content, and at least a portion of the determined further content for 
presentation to a user (Fig 15, paragraph 0064: whereas, the determined content, the 
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further determined content, and the content of the page residing at the particular level of 
content are combined together). 

With regards to claim 9, Barry et al teaches an apparatus comprising: 

a) an input for accepting ad document information (Fig 15, paragraph 0064: whereas, 
an advertisement is accepted as one of the highest bidders for a particular level of 
content); 

b) means for determining content in addition to content of the ad document using the ad 
document information (Fig 15, paragraph 0064: whereas, noting the highest bidder for 
the ad document information, selecting a second highest bidder for a particular level of 
content); and 

c) means for combining at least a portion of content of the document and at least a 
portion of the determined content for presentation to a user together with page content, 
wherein the ad document is at least one ad, and wherein the page content is not directly 
used to determine the determined content (Fig 15, paragraph 0064: whereas, the node 
level of content, and amount of payment for an advertisement is used to determine the 
additional content, such that the content of the ad document having the highest bidder, 
the content of the additional content having the second highest bidder, and the content 
of the page residing at the particular level of content are combined together). 

With regards to claim 15, Barry et al teaches an apparatus comprising: 
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a) an input for accepting document information (Fig 15, paragraph 0064: whereas, a 
web page having a particular level of content based upon node is accepted); 

b) means for determining content in addition to content of the document using the 
document information (Fig 15, paragraph 0064: which includes document, and the node 
level of content) is used to determine content (such as an advertisement for the highest 
bidder)); 

c) means for determining further content using the determined content (Fig 1 5, 
paragraph 0064: whereas, noting the highest bidder for the ad document information, 
selecting a second highest bidder as further content); and 

d) means for combining at least a portion of content of the document, at least a portion 
of the determined content, and at least a portion of the determined further content for 
presentation to a user (Fig 15, paragraph 0064: whereas, the determined content, the 
further determined content, and the content of the page residing at the particular level of 
content are combined together). 

With regards to claim 20, which depends on claim 7, Barry et al teaches wherein 
the acts of (b) using the document information to determine content in addition to 
content of the document, (c) using the determined content, determining further content, 
and (d) combining at least a portion of content of the document, at least a portion of the 
determined content, and at least a portion of the determined further content for 
presentation to a user (as similarly explained in the rejection for claim 7), are performed 
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automatically by a machine executing machine-executable instructions (page 8, claim 
10 of Barry et al: whereas a system comprising a storage, is used execute steps). 

7. Claims 2, 10, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barry et al (US Application: 2004/0015397 A1 , published: Jan. 22, 2004, filed: Dec. 
4, 2002, EEFD: Jul. 1 6, 2002), in further view of ProductReview (Edmunds.com, Page 
1, Jan. 22, 2001). 

With regards to claim 2, which depends on claim 1 , Barry et al teaches a method 
comprising: 

• The at least one ad, in claim 1 , and is rejected under the same rationale. 

• The determined content, in claim 1 , and is rejected under the same rationale. 

• An ad database, which stores advertisement listings (page 8, claim 10 of Barry et 
al), and an ad is for a product (Fig 15: whereas a breast pump product is shown). 

However, although Barry et al teaches that an additional ad, can be of a 
particular subject matter (paragraph 0004: whereas advertisements are selected based 
on subject matter), Barry et al does not expressly show that the determined content is a 
review for the product. 

ProductReview teaches the at least one ad is for a product and wherein the 
determined content is a review for the product (page 1 : whereas, a car is the product, 
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and through inherent display constraints, only additional content concerning a review of 
the particular car is displayed on the right hand side of the page). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Barry et al's method for displaying advertisements of of 
particular subject matter, to have further included an advertisement for determined 
content to be a review for a product, as taught by ProductReview. The combination of 
Barry et al, and ProductReview, would have allowed Barry et al's system to have been 
able to provide product review information when the ad is a product. 

With regards to claim 10, which is dependent on claim 9, for an apparatus 
performing a similar method to claim 2, is rejected under the same rationale. 
With regards to claim 17, which depends on claim 2, Barry et al teaches wherein the 
acts of (b) using the ad document information to determine content in addition to content 
of the ad document, and (c) combining at least a portion of content of the ad document 
and at least a portion of the determined content for presentation to a user together with 
page content (as similarly explained in the rejection for claim 1 ), are performed 
automatically by a machine executing machine-executable instructions (page 8, claim 
10 of Barry et al: whereas a system comprising a storage, is used execute steps). 

8. Claims 3, 8, 1 1 , 1 6, and 1 8 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Barry et al (US Application: 2004/0015397 A1, published: Jan. 22, 



Application/Control Number: 10/748,870 Page 1 1 

Art Unit: 2178 

2004, filed: Dec. 4, 2002, EEFD: Jul. 16, 2002), in further view of CNET (CNET.COM, 
page 1, December 7, 2001). 

With regards to claim 3, which depends on claim 1 , Graham et al teaches a method 
comprising: 

• The at least one ad, in claim 1 , and is rejected under the same rationale. 

• The determined content, in claim 1 , and is rejected under the same rationale. 

• An ad database, which stores advertisement listings (page 8, claim 10 of Barry et 
al), and an ad is for a service (Abstract: whereas audiences can be interested in 
service advertisements). 

However, Barry et al does not expressly teach that the determined content is a 
review for the service. 

Yet, CNET teaches at least one ad is for a service and wherein the determined 
content is a review for the service (page 1 : whereas, 'PC Connection' is the name of the 
service, and the review is indicated by a "star" ranking system). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Barry et al's method for displaying advertisements of a 
particular subject matter, to have further included an advertisement for determined 
content to be a review for a service, when a service was being browsed, as taught by 
CNET. The combination of Barry et al and CNET, would have allowed Barry et al's 
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system to have been able to have provided service review information when the ad was 
a service. 

With regards to claim 8, which depends on claim 7, Barry et al and CNET teach 
wherein the determined content is one of a review, in claim 3, and is rejected under the 
same rationale. 

Furthermore, Barry et et al teaches wherein the further determined content is at 
least one ad relevant to the determined content (as similarly explained in the rejection 
for claim 7, since the advertisements are selected based upon several factors included 
a particular content level). 

With regards to claim 1 1 , which depends on claim 9, for an apparatus performing 
a method similar to claim 3, is rejected under the same rationale. 

With regards to claim 16, which depends on claim 15, for an apparatus 
performing a similar method to the method in claim 8, is rejected under the same 
rationale. 

With regards to claim 18, which depends on claim 3, Barry et al teaches wherein the 
acts of (b) using the ad document information to determine content in addition to 
content of the ad document, and (c) combining at least a portion of content of the ad 
document and at least a portion of the determined content for presentation to a user 
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together with page content (as similarly explained in the rejection for claim 1), are 
performed automatically by a machine executing machine-executable instructions (page 

8, claim 10 of Barry et al: whereas a system comprising a storage, is used execute 
steps). 

9. Claims 4, 1 2, and 1 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Barry et al (US Application: 2004/0015397 A1, published: Jan. 22, 2004, filed: Dec. 
4, 2002, EEFD: Jul. 16, 2002), in further view of MSN (MSN.COM, page 1 , Dec. 7, 
2000). 

With regards to claim 4, which depends on claim 1 , Barry et al teaches a method 
comprising: 

• The at least one ad, in claim 1 , and is rejected under the same rationale. 

• The determined content, in claim 1 , and is rejected under the same rationale. 

• An ad database, which stores advertisement listings (page 8, claim 10 of Barry et 
al), and an ad is for a service (Abstract: whereas audiences can be interested in 
service advertisements). 

However, Barry et al does not expressly teach wherein the determined content is a 
news story about the product or service. 

Yet, MSN teaches at least one ad is for a product or service and wherein the 
determined content is a news story about the product or service (MSN, page 1 : 
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whereas, MSN Messenger is the service, and news about MSN Messenger is provided 
as additional content). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Barry et al's method for displaying advertisements of a 
particular subject matter, to have further included an advertisement for determined 
content to display a news story about a service as taught by MSN. The combination of 
Barry et al and MSN, would have allowed Barry et al's system to have been able to 
have provided service news information when the ad was a service type. 

With regards to claim 12, which is depends on claim 9, for an apparatus performing 
a method similar to claim 4, is rejected under the same rationale. 

With regards to claim 19, which depends on claim 4, wherein the acts of (b) using 
the ad document information to determine content in addition to content of the ad 
document, and (c) combining at least a portion of content of the ad document and at 
least a portion of the determined content of presentation to a user together with page 
content (as similarly explained in the rejection for claim 1), are performed automatically 
by a machine executing machine-executable instructions (page 8, claim 10 of Barry et 
al: whereas a system comprising a storage, is used execute steps). 

10. Claims 5 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barry et al (US Application: 2004/0015397 A1 , published: Jan. 22, 2004, filed: Dec. 4, 
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2002, EEFD: Jul. 16, 2002), in further view of Bowman et al (US Patent: 6,006,225, 
published: Dec. 21 , 1 999, filed: Sep. 1 , 1 998). 

With regards to claim 5, which depends on claim 1 , Barry et al teaches a method 
comprising the determined content, in claim 1, and is rejected under the same rationale. 

However, Barry et al does not teach the determined content is a search query 
related to the document. 

Bowman et al teaches the determined content is a search query related to the 
document (column 1 , lines 55-67, Fig. 9: whereas, based on the contents of a 
document, a suggested query is presented to the user). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Barry et al's system for determining content to have also 
included Bowman et al's system for suggesting a query based on document content. 
The combination would have allowed Barry et al's system to have been able to 
"efficiently locate the most relevant terms" (Bowman et al, column 2, lines 23-24). 

With regards to claim 13, for an apparatus performing a similar method as in 
claim 5, is rejected under the same rationale. 

1 1 . Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barry et al (US Application: 2004/0015397 A1, published: Jan. 22, 2004, filed: Dec. 4, 
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2002, EEFD: Jul. 16, 2002), in further view of Weaver (US Application: US 
2004/0093558 A1 , published: May 13, 2004, filed: Oct. 29, 2003, EEFD: Oct 29, 2002). 

With regards to claim 6, which depends on claim 1, Graham et al teaches a 
method comprising the determined content, in claim 1 , and is rejected under the same 
rationale. Furthermore, Barry et al teaches determining the content by going through an 
advertisement database for related content level, as explained in claim 1 . However, 
Graham et al does not teach the determined content is a message from a user group. 

Weaver teaches a message database that stores messages from a user group 
(claim 2). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Barry et al's advertisement database, which associated 
advertisements associated with a particular content-level/concepts; to a database that 
stored messages (as taught by Weaver) which associated messages with concepts. 
The combination would have allowed Barry et al's system to have been able to 
determine the most appropriate user group message based on the document content. 

With regards to claim 14, which depends on claim 9, for an apparatus performing 
a similar method to claim 6, is rejected under the same rationale. 



Response to Arguments 
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12. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILSON TSUI whose telephone number is (571)272- 
7596. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CESAR B PAULA/ 

Primary Examiner, Art Unit 2178 

/Wilson Tsui/ 
Patent Examiner 
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